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This action is responsive to applicant's amendment/response 
filed 11/19/03. Claims 1-20 are currently pending with claims 
5, 6, 9 and 10 withdrawn from consideration. 

Applicant's election of Group I (claims 1-8) in Paper No. 
(response filed 11/19/03) is acknowledged. Because applicant 
did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)) . 

The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

Claims 1, 3, 4, 7, 8, 11, 13-20 are rejected under 35 
U.S.C. 103(a) as being unpatentable over JP 11-76763, JP 11- 
84694 or JP 7-56365. 

This rejection is maintained for the reasons set forth at 
pages 6-8 of the Rejection mailed 8/19/03 (Paper #6) . 

Applicant's arguments filed 11/19/03 have been fully 
considered but they are not persuasive. 

Applicant's discussion of the prior art and the claimed 
temperature range of "65°C to 200°C" is noted (pages 6-7 of the 
response filed 11/19/03) . Applicant's remarks can be 
summarized: 
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The examiner has carefully reviewed the data presented 
throughout the instant specification. Tables 1-1 and 1-2 
disclose 23 examples/comparative examples. Various charge 
transport materials and heating temperatures are utilized in 
these examples. 

Instant claims 2 and 12 are allowed as the presented data 
is commensurate in scope with the temperature range recited in 
these claims (80° to 130°) . Specifically, it appears 22 of the 
examples/comparative examples are within this range (and 
disclose several species of charge transport materials}. 

With respect to the remaining claims (65°C to 200°C) , the 
instant showing is insufficient to overcome the rejections of 
record. 

It is the examiner's position that the disclosed showing is 
not commensurate in scope with the claimed range. Specifically, 
no comparison exists in the temperature range above 130°C, and 
only examples 19 and 20 are below 80°C (65°C) . Whether the 
unexpected results are the result of unexpectedly improved 
results or a property not taught by the prior art, the 
"objective evidence of nonobviousness must be commensurate in 
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scope with the claims which the evidence is offered to support." 
In other words, the showing of unexpected results must be 
reviewed to see if the results occur over the entire claimed 
range. In re Clemens, 622 F.2d 1029, 103G, 206 USPQ 289, 296 
(CCPA 1980) . To establish unexpected results over a claimed 
range, applicants should compare a sufficient number of tests 
both inside and outside the claimed range to show the 
criticality of the claimed range. In re Hill, 284 F.2d 955, 128 
USPQ 197 (CCPA 1960) . In the instant case, applicant has not 
provided a commensurate showing with respect to the temperature 
range from 65°C to 80°C. 

Additionally, examples 19 and 20 (65°C) do not provide a 
comparison with the closest prior art . As acknowledged by 
applicant, the prior art specifically disclose/exemplifies 
heating temperatures of 60 °C. Instant examples /comparative 
examples 19-20 draw a comparison to 45°C. A direct comparison 
to 60°C is necessary to overcome any obviousness rejection. 

An affidavit or declaration under 37 CFR 1.132 must compare 
the claimed subject matter with the closest prior art to be 
effective to rebut a prima facie case of obviousness. In re 
Burckel, 592 F.2d 1175, 201 USPQ 67 (CCPA 1979). "A comparison 
of the claimed invention with the disclosure of each cited 
reference to determine the number of claim limitations in common 
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with each reference, bearing in mind the relative importance of 
particular limitations, will usually yield the closest single 
prior art reference." In re Merchant, 575 F.2d 855, 868, 197 
USPQ 785, 787 (CCPA 1978) (emphasis in original) . Where the 
comparison is not identical with the reference disclosure, 
deviations therefrom should be explained, In re Finley, 174 F.2d 
130, 81 USPQ 383 (CCPA 1949), and if not explained should be 
noted and evaluated, and if significant, explanation should be 
required. In re Armstrong, 280 F.2d 132, 12S USPQ 281 (CCPA 
1960) (deviations from example were inconsequential) . 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. : 
can normally be reached on Monday - Friday from 9:30 AM t 



iful, the examiner's supervisor, Dr. Yogendra Gupta car 
■eached on (571) 272-1316. The fax phone number for the 
mization where this application or proceeding is assigned i 
872-9306. 

Information regarding the status of an application may be 
lined from the Patent Application Information Retrieval 
R) system. Status information for published applications 
be obtained from either Private PAIR or Public PAIR. Stati 
irmation for unpublished applications is available through 
-ate PAIR only. For more information about the PAIR system, 
http://pair-direct.uspto.gov. Should you have questions on 
:ss to the Private PAIR system, contact the Electronic 
ness Center (EBC) at 8G6-217-9197 (toll-free) . 

Mark Kopec 
Primary Examiner 
Art Unit 1751 



